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than English and both an English-lan-
guage translation of the prior-filed pro-
visional application and a statement
that the translation is accurate were
not previously filed in the prior-filed
provisional application, applicant will
be notified and given a period of time
within which to file, in the prior-filed
provisional application, the translation
and the statement. If the notice is
mailed in a pending nonprovisional ap-
plication, a timely reply to such a no-
tice must include the filing in the non-
provisional application of either a con-
firmation that the translation and
statement were filed in the provisional
application, or an amendment or Sup-
plemental Application Data Sheet
withdrawing the benefit claim, or the
nonprovisional application will be
abandoned. The translation and state-
ment may be filed in the provisional
application, even if the provisional ap-
plication has become abandoned.

(6) If the reference required by 35
U.S.C. 119(e) and paragraph (a)(5) of
this section is presented in a nonprovi-
sional application after the time period
provided by paragraph (a)(5)(ii) of this
section, the claim under 35 U.S.C. 119(e)
for the benefit of a prior filed provi-
sional application may be accepted
during the pendency of the later-filed
application if the reference identifying
the prior-filed application by provi-
sional application number was uninten-
tionally delayed. A petition to accept
an unintentionally delayed claim under
35 U.S.C. 119(e) for the benefit of a
prior-filed provisional application must
be accompanied by:

(i) The reference required by 35
U.S.C. 119(e) and paragraph (a)(5) of
this section to the prior-filed provi-
sional application, unless previously
submitted;

(ii) The
§1.17(t); and

(iii) A statement that the entire
delay between the date the claim was
due under paragraph (a)(5)(ii) of this
section and the date the claim was
filed was unintentional. The Director
may require additional information
where there is a question whether the
delay was unintentional.

(b) Where two or more applications
filed by the same applicant contain
conflicting claims, elimination of such

surcharge set forth in
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§1.81

claims from all but one application
may be required in the absence of good
and sufficient reason for their reten-
tion during pendency in more than one
application.

(c) If an application or a patent under
reexamination and at least one other
application naming different inventors
are owned by the same person and con-
tain conflicting claims, and there is no
statement of record indicating that the
claimed inventions were commonly
owned or subject to an obligation of as-
signment to the same person at the
time the later invention was made, the
Office may require the assignee to
state whether the claimed inventions
were commonly owned or subject to an
obligation of assignment to the same
person at the time the later invention
was made, and if not, indicate which
named inventor is the prior inventor.
Even if the claimed inventions were
commonly owned, or subject to an obli-
gation of assignment to the same per-
son, at the time the later invention
was made, the conflicting claims may
be rejected under the doctrine of dou-
ble patenting in view of such com-
monly owned or assigned applications
or patents under reexamination.

[74 FR 52689, Oct. 14, 2009]

§1.79 Reservation clauses
mitted.

A reservation for a future application
of subject matter disclosed but not
claimed in a pending application will
not be permitted in the pending appli-
cation, but an application disclosing
unclaimed subject matter may contain
a reference to a later filed application
of the same applicant or owned by a
common assignee disclosing and claim-
ing that subject matter.

not per-

THE DRAWINGS

AUTHORITY: Secs. 1.81 to 1.88 also issued
under 35 U.S.C. 113.

§1.81 Drawings required in patent ap-
plication.

(a) The applicant for a patent is re-
quired to furnish a drawing of his or
her invention where necessary for the
understanding of the subject matter
sought to be patented; this drawing, or
a high quality copy thereof, must be
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